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An Organization for the 
Protection of Trade-Marks and Trade-Names 


The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization under the laws of the State of New York, 
performs the following services for its members: 


LIBRARY OF TRADE-MARK INFORMATION 


During its sixty-five years of existence the Association has been accumulating compre- 
hensive records, files and a general library of information on trade-mark matters. Members or 
their counsel have access to these records at any time. 





DISTRIBUTION OF TRADE-MARK INFORMATION 





From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Legal Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 





In all cases where manufacturers are confronted by proposed state, federal or foreign trade- 
mark laws, rules and regulations of administrative bodies or laws deemed adverse to their 
interests, the Association places its facts and findings at the disposal of the trade-mark owners 
concerned so that they can point out to lawmakers and others the harmful features and effects of 


such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 


SPECIAL SERVICES 





In addition to the foregoing general services, the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 


and publication of slogans and all similar matters which do not involve or imply the practice 
of law. 


SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This makes 
the Association’s services of exceptional value to members. 
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PART I 


THE PROTECTION OF UNUSED TRADE-MARKS 


By Dr. Martin Wassermann, Buenos Aires 


Trade-mark laws fall into two classes; one which for brevity we may call the 
French system grants the right to exclusive use to him who has made first use of 
the mark. Under this system the grant of registration has no other effect than that 
of a prima facie proof of first use. The Secretary of the French Board of Commerce, 
where the marks are registered, does not examine whether the statement is true or 
not. For that reason, the registration does not give any evidence that the mark is 
valid, which the registrant must prove on bringing a suit for infringement when 
the opposing party challenges the validity of the mark. 

The other system, adopted by the Argentine, Germany and some other countries, 
attributes the ownership of the mark and the right to its exclusive use to him who 
has registered it. As the grant of registration has an attributive character, the use of 
the mark is not necessary, either before or after registration. 

The German laws of 1894 and 1936 state in Part I: “He who wishes to use 
a mark may apply for its registration.” Moreover, the proper office (the Im- 
perial Patent Office) does not inquire or even demand that the applicant shall have 
the intention of using the mark. In fact, there have been registered in Germany 
numerous marks which their owners do not and never will employ. What are the 
reasons for such registrations ? 

Answering this question, we mention the cases in which the intent of the appli- 
cant is clearly misleading, seeing that in all sections there are persons who try to 
take advantage of another’s mark, already well-known, by availing themselves of 
certain defects in the law. When a manufacturer by investing substantial sums in 
advertising his mark has succeeded in making it a widely known name there is every 
assurance that there will be people who desire to derive advantage from such fact 
by selecting the same or a similar mark, not to distinguish their products, but to 
confuse them with the better known goods. We may cite as an example the decision 
handed down in an action taken by the owner of the trade-mark “Geniol” in a 
similar situation. 

The German trade-mark law encourages such attempts even more than the Argen- 
tine, while in this country (Argentina) a businessman, manufacturer or farmer can 
solicit a mark for whatever goods he desires by paying the official fee for each one 
of the 12 classes. The German law and practice of the Patent Office, as a general 
rule, do not permit this. Certain exceptions aside, which we may pass over in order 
not to complicate this brief article, in Germany a mark cannot be registered for prod- 
ucts alien to the applicant’s line of business, that is, a manufacturer of cigars cannot 
register a mark for automobiles, nor a seller of clothing one for photographic ma- 
terials. 

Due to these registrations, many marks of wide renown are not registered 
except for specific products comprised in two or three of the 41 classes, registration in 
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the others being prohibited. In this article I confine myself to examining situations 
created by applications made in good faith and without ulterior purpose. 

There are two classes of precautional marks which are registered without any 
intent to use them; at least in their precise form: The first are called “defensive” 
marks, the second, “reserve” marks. 

Defensive Marks. This term, which is not found in the law but is in common 
use in jurisprudence, comprises marks solicited by the owner of a valuable mark 
with the intent of not using them except to prevent their use by other parties. There 
have been registered very many “defensive” marks. They lead in the records a 
tranquil and secret life, destined only to serve as bulwarks against an eventual 
usurper in case of necessity. For this reason the owner of a valuable mark plays 
the role of an exposed infringer, by inventing marks similar to his own which the 
infringer might use and he has these inventions of his registered for defensive pur- 
poses. 

In such manner the owner of the mark “Odol” has invented and registered at 
least 20 words similar to “Odol” of which I may mention “Odolol,” “Oh-dol,” 
“Odal,” and “Eau d’Ol.” Also the Maggi Company possesses many marks of this 
kind, such as “Matschi” (the Italian pronunciation of ‘““Maggi”) and ‘Makki” 
which means in the south German dialect “I love you.” 

Moreover, as design marks there have also been registered ‘“‘defensive’’ marks ; 
for example, for the very old outline of the “Twins,” which belongs to the firm of 
Henkle in Solongen, a world-famous mark for cutlery. To defend this mark, its 
owners succeeding in registering several other designs representing three or four 
figures together. They also registered the corresponding denominations, that is, 
“T willing” (twins), “Drilling” (triplicates). 

In order to easily comprehend such precautional methods of German manu- 
facturers, one must take into account the differences between the German procedure 
and that of the Argentine. In this country all oppositions, petitions and litigations 
regarding trade-marks are resolved and decided by the judges in Federal Court, or 
by a specific number of magistrates, each one of whom enjoys an experience of many 
years and a profound knowledge of trade-mark law and jurisprudence. 

On the other hand, in Germany (in the first decade in which the law of 1894 
became effective), a suit against an infringer had to be brought before a Court of Gen- 
eral Jurisdiction, that is, before the judge or legal tribunal of the first instance in the 
district in which the defendant resided. Due to the density of population the Reich 
makes use of many judges and tribunals in all parts of the country. On that account 
cases were not infrequent before a tribunal of the first instance which for the first 
time passed upon a case under the trade-mark law. In districts where agriculture 
and dairying prevail, the judges usually possessed a firm grasp of the laws govern- 
ing the purchase and sale of live stock and agricultural products but on the trade- 
mark law they did not have even the slightest practice nor did the library of the 
small court contain any of the numerous works on the subject. 

It is not to be wondered at that a judge lacking all experience in the field could 
not decide with the same competence of one who for years has been engaged in liti- 
gation of this kind. The inexperienced judge on examining whether two marks are 
susceptible of confusion will probably be disposed to put them on the table side by 
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side in order to compare the two marks. And it is very probable that he will deny 
any possibility of confusion in cases where there are differences between them. It is 
difficult for the judge who has studied in detail the decisions and examined both 
marks many times to forget all he has read and seen, and place himself in the position 
of the consumer who does not have the former mark at hand and who therefore 
cannot compare it with the later one; of the consumer who perhaps has never pos- 
sessed an article bearing the complainant’s mark but who only knows it from the 
newspaper and radio advertising. 

It is an extremely delicate task for the judge to place himself with the consumer 
who on buying a package of cigarettes for 20 cents does not pay much attention to 
the mark. It is almost impossible for him to identify himself with a girl who buys 
soap or powder at a fair while talking with her friends with more eyes and ears 
for the sights than for the mark on the goods. 

For such reasons the owners of certain marks intended for a careless public 
have surrounded them (to use the language of war time) with a line of defense 
reaching outside of the mark actually used, a rampart of similar marks, being moved 
thereto by the feeling that some judge may show too great lenience in judging the 
similarities. These marks will not be placed on their products or containers nor 
will they be used in any visible form; they will serve only to prevent other persons 
from using them. 


These precautionary measures have been viewed as legal weapons by the courts, 
including the Supreme Court of Germany, which has on several occasions passed 


judgment upon them. Nevertheless, there are cases where protection for the de- 
fensive mark has been refused because the owner has exaggerated and exceeded the 
limits of reasonable necessity. It will be sufficient to cite two cases to show this: 

The “Singer” Company, manufacturer of sewing machines, used in Germany 
the same design that can be seen in the windows of its shops in Buenos Aires; the 
letter “S” with the inscription “Singer Sewing Machine” and a figure of a woman 
seated at a machine. In Germany this design is registered as a mark of the Ger- 
man affiliate and is as well known there as here. A Germany factory by the name 
of Gritzner distributes a package on which appears a letter “G” with the legend 
“Gritzner” and the design of a girl also seated at a machine. Another German fac- 
tory by the name of Kohler began to use a label also composed of the letter “K” 
and the word “Kohler.” <A third factory did the same with the letter “E” and the 
word “Excelsior” which is registered as its mark. None of these labels was con- 
sidered as a violation of the right of the Singer Company because the letters and 
inscriptions were quite different and the design of a woman seated before a machine 
lacked a distinctive character, this being a weak motive since it only indicates how 
the machine is used. 

What did the Singer Company do? It applied for the registration of a dozen 
marks composed of the girl sewing at a machine supplemented by the letter “C’’ con- 
fusable with “G,” “K,” “E,” etc. without wording. It succeeded in having the registra- 
tions granted by the Patent Office but failed before the courts, which not only 
rejected its demands but declared the defensive marks invalid since they con- 
stituted an abuse of the trade-mark law. The sentence of the German Supreme 
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Court was handed down on December 14, 1914, and published in “Markenschutz 
und Wettbewerb,”’ volume 14, pages 187, 189. 

From this time on the courts have affirmed this decision with the result of lessen- 
ing the value of defensive marks by many times denying them judicial protection. 

The following decision caused somewhat of a sensation: the German “Grammo- 
phon” Company, owner and user of the mark “The Voice of his Master,” and a 
design of a dog sitting before the machine listening to the record, believed itself 
damaged by a house bearing the firm name “Vox Schallplatten Gessellschaft” (Vox 
Record Company). The marks used by the plaintiff ““The Voice of his Master” and 
the said figure of the dog were considered insufficient to warrant his opposition to 
the use of the word “Vox” ; therefore, the plaintiff based it on another mark, namely, 
the word “Grammofox” which had been registered in order to give added protec- 
tion to the design in world trade: The dog was a fox terrier which is often called 
a fox for short; thus the word “Grammofox” could be the verbal equivalent of this 
animal everywhere known. By reason of the phonetic resemblance of the syllables 
“fox” and “vox,” the Berlin Court of Appeal granted the demand but the Supreme 
Court reversed the decision October 29, 1926, commenting in part as follows: 


It is known that the defensive mark is not mentioned in the law but recognized by 
doctrine and jurisprudence and owes its origin to a certain want of confidence in the courts. 
The defensive mark, not being intended for use, serves as a defense for the principal mark 
by strengthening it against attack and infringement. For such reasons the Supreme 
Court has given it total protection like that enjoyed by the used mark, but only within the 
limits of fair competition and good morals. On that account, in each one of the cases 
when complaints are founded on an unused mark, it is proper to examine whether the owner 
has a right worthy of protection or whether he abuses his right. 


Reserve Marks 


This is an expression which is also not found in the law but was created by juris- 
prudence. The names given to a mark are not intended for immediate use but main- 
tained in reserve for future need. Such marks are found in the cigar industry and 
also in the drug trade. The manufacturers of medicinal articles often market their 
products with marks which are registered for all the goods covered by Class 12, 
which is almost identical in the Argentine and German classifications, but use them 
only for a particular product. For example, the mark “Cafiaspirina,” although 
registered for all kinds of “substances and products used in medicine, pharmacy, 
veterinary medicine and hygiene, natural or prepared drugs, mineral waters and 
medicinal wines and tonics, insecticides for domestic use,” will never be used for a 
laxative, nor even for an insecticide since the manufacturer has introduced it as 
a remedy for headaches, colds and grippe. It is the custom with almost all manu- 
facturerers of this kind to use a mark only for one product or a limited series of its 
forms that have the same quality and composition. 

Almost all manufacturers from time to time place on sale new products and 
have to do so in order to satisfy the public demand. It occurs not infrequently that 
a new remedy is offered, devised by an expert who has created it and tested it in 
his laboratory for many years, using for it a scientific name difficult to pronounce. 
In such a case it is very important for the manufacturer on accepting and market- 
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ing this remedy to have on hand an appropriate mark, for, although in theory each 
mark can be used for each product, in practice it is not so used. A trade-mark 
today must lend force not only to distinguish but also to market the product. 

Therefore a good mark must be simple and pleasing: It ought to be adapted 
to the mentality of the consumer. This is a basic principle. Among many examples 
that might be cited it will be sufficient to mention the following: When Professors 
Ehrlich and Hata discovered a remedy for syphilis whose scientific name was 
“Diosydiamidoarsenobenzol” they called it in their publication “Ehrlich-Hata 606” 
since it was the result of 606 experiments. The Hoechster Dye Works which had 
charge of the mnaufacture of the new invention did not think this name proper for 
sale and proposed to the inventors one of their reserve marks, namely, the word 
“Salvarsan” which they had registered about a year before. With their consent, 
the remedy was put on sale under this mark, which turned out to be so attractive that 
a few months after the scientific press also adopted it in place of “Ehrlich-Hata 606.” 
In such a manner a purely reserve mark has been converted into one of the best 
known marks in the world, and it was a fortunate circumstance that the factory 
had ready an adequate mark, not yet used for another remedy which enabled it to 
market its product without delay. 

Nevertheless, there have been cases when the reserve mark was wrongly used in 
order to cause difficulty to other merchants and manufacturers. The Supreme 
Court as a general rule has penalized such abuse by ordering the cancellation of the 
mark.* 


WAR LEGISLATION ON INDUSTRIAL PROPERTY 


In an earlier article here,’ a review was attempted of war legislation and regula- 
tions promulgated in various countries on industrial property rights affected by the 
war. In some countries, this legislation has been superseded by new legislative 
measures, in others the legislation has been extended further, and, lastly, additional 
countries have promulgated similar legislation on the subject. As the war in Europe 
is now entering its final phase, it may be of interest to consider these legislative 
measures on industrial property. Any projects for the establishment of these rights 
after the war may require our bearing in mind the picture created by the legislation 
passed in the various countries. 

It may be stated in general that the situation created by the legislative measures 
taken in the belligerent or neutral countries is quite unsatisfactory. In many coun- 
ries the measures taken were inadequate to meet the conditions created by the war 
for owners of industrial property rights; in others the legislation is fragmentary ; 
and in still others no measures at all have been adopted to cover the war period. 

The legislative measures taken with respect to industrial property rights may 
be considered under two headings: those concerning the preservation of industrial 
property rights affected by the war, and those concerning enemies. This legislation 
or regulation is extensive and complex. 


* Patentes y Marcas, June, 1944, page 119. 
1. The Trade-Mark Reporter, Vol. 31, No. 3, Part 2, March, 1941. 
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(A) Legislative measures for the acquisition and preservation of industrial prop- 
erty rights affected by the war. 


The problems raised by the war with respect to industrial property rights for 
which provision was required by emergency legislation are mainly the following : 


1. Extension of rights of priority provided for by the international convention to enable 
applicants to claim the same when prevented by the war from making a timely filing; 
2. Extension of terms provided for by industrial property laws or regulations in con- 
nection with the acquisition, enforcement and maintenance of industrial property rights, 
such as: terms for filing required documents, terms for payment of final fees, terms for 


opposition, procedural terms, renewal terms, terms for cancellation of infringing marks, 
and the like; 


3. Extension of time for annuity payments on patents and designs; 
4. Requirements for working patents and designs; 
5. Requirements for the user of trade-marks. 


The best manner of handling all these problems was that of the French law of 
October 12, 1942.’ This provides that all terms fixed by law, regulation or interna- 
tional conventions in force and relating to the acquisition and maintenance of rights 
of industrial property, such as patents, designs, and trade-marks, which had not 
expired on August 21, 1939, or which commenced on that date or subsequent thereto 
are extended sine die and without any condition of reciprocity. 

This means in effect that all patents, designs and trade-marks which were in 
force in France on August 21, 1939, are deemed to remain effective notwithstanding 
the failure of the owner to comply with provisions of the French laws requiring 
action to be taken within limited times. Likewise all rights in patents, designs, and 
trade-marks that could have been obtained in France subsequent to August 21, for 
instance, priority rights under the Convention, have not been forfeited by the failure 
of the interested party to file within the legal term. 

A most interesting feature of this law is that these benefits are extended to for- 
eigners without the requirement of reciprocity. Thus, France has extended the 
terms sine die for American owners of industrial property rights regardless of 
whether or not the United States extends similar privileges to French nationals. 

Similar legislation was promulgated in Morocco, Tunis, Syria and Lebanon and 
Belgium. 

The British countries have followed a different method. Instead of a 
general rule applicable to the war situation, they give relief in the discretion of the 
proper authorities when war circumstances justify such relief. 

In Great Britain, The Patents, Designs, Copyright and Trade-Marks (Emer- 
gency) Act, 1939, attempted to provide for the war circumstances by granting power 
to the Comptroller General of Patents, Designs and Trade-Marks*® to extend the 
time limited by the Patents and Designs Act or The Trade-Mark Act for doing any 
act, when he is satisfied : 


(a) that the doing of the act was prevented by a person’s being on active service or by 
any other circumstance arising from the existence of a state of war; 


2. Propriete Industrielle, 1942, p. 155. 
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(b) that, by reason of such circumstances, the doing of the act would be injurious to the 
rights or interests of the person or to the public interest. 


The Comptroller has wide power of discretion in holding that an extension of 
time is justified ; in imposing conditions to such extension; and with regard to the 
period of extension granted. The Comptroller may exercise this discretion even 
though the time fixed by the Acts has expired before the application for extension 
was made or though the relevant application, patent, registration or proceeding has 
ceased or expired or become void. Further, these powers may be exercised even 
though the exercise thereof benefits directly or indirectly an enemy or an enemy 
subject. 

Section 3 of the Act of February 26, 1942, to amend the Patents and Designs 
Act provides that the Board of Trade may make rules empowering the Comptroller 
to extend the time for making application under Section 91 of the Act for the grant- 
ing of priority rights for patent and design applications, on the basis of reciprocity 
in any case where the foreign applicant has been prevented by the law or the action 
of his government from applying in due time. 

The following additional war measures on industrial property in Great Britain 
should be mentioned : 


(1) Under Section 18 (b) of the Patents and Designs Act, “when by reason of hostilities 

between His Majesty and any foreign State, the patentee as such has suffered loss or 
damage (including loss of opportunity of dealing in or developing his invention owing 
to his having been engaged in work of national importance connected with such hos- 
tilities)” the patent may be extended for a further term by the Court on a petition 
filed by the patentee under the conditions provided therein. The Act of February 
26, 1942, has given discretionary powers to the Court to pass on such petitions even 
after the lapse of time and to fix such extension. 
Section 91 (c) was added to the Patents and Designs Act by Section 3 of the Act of 
February 26, 1942, to amend this Act. This provides that when an agreement or 
arrangement has been made between the British Government and any other govern- 
ment for the supply or mutual exchange of information or articles, the Board of 
Trade, on the basis of reciprocity, may make rules to secure that the communica- 
tion under such agreement, of an invention or design, or the publication, making, 
using, or vending of an invention or design shall not prejudice any application for a 
patent or registration of design or invalidate the grant of the same. 


An agreement concerning the interchange of patent rights and information was 
concluded between the United Kingdom and the United States government on 
August 24, 1942. 

The Defense (Patents, Trade-Marks, etc.) Regulations, 1941, issued Novem- 
ber 11, 1941, empowered the Comptroller to prohibit or restrict the publication of 
information with respect to the subject matter of an application for a patent or for 
the registration of a design. On the other hand, no person, without the permit of the 
Comptroller, may make any application for a patent or the registration of a design 
in a foreign country. 

Section 29 of the Patent and Designs Act covers the rights of the Crown to use 
patented inventions. Section 4 of the above Regulations broadened the rights to 
include the power to make, use or vend an invention for any purpose which appears 
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necessary or expedient for the efficient prosecution of the war or the maintenance 
of supplies and services essential to the life of the community. 

The same Regulations (Section 7) contain provisions affecting trade-marks. No 
proceedings for infringement or passing off may be brought against any person, in 
respect of the use of a trade-mark or get-up on imported goods when it is shown that 
the goods were essential imports and the mark or get-up is identical or nearly 
identical with a mark or get-up applied overseas to the goods. ‘Essential imports” 
are goods imported into the United Kingdom on government account. This latter 
expression means goods the property of which was, at the time of the importation, 
vested in, or which were at that time consigned directly to a government department 
or a person acting as agent therefor. 

Any such use of the trade-mark on essential imports will not create any rights 
adverse to the owner of the trade-mark in Great Britain. 

The Order in Council of May 20, 1943, amending the above Section 7 extended 
its provisions to goods imported by or on behalf of a Government of any Dominion 
or allied power, for the purpose of being sold or supplied to members of the forces 
of that Dominion or power or persons employed by the government thereof. 

Section 8 of the Defense Regulations of 1941 further protects trade-marks of 
firms whose trading activities are suspended or reduced under concentration of pro- 
duction arrangements. Non-user of trade-marks under such conditions will not entail 
removal of the marks from the register, and no impairment of rights will result 
against firms holding adverse rights. 

The British Dominions, Canada, Australia, New Zealand and the Union of South 
Africa, have issued legislation or regulations. 

Similar in effect is the legislation in Sweden and Hungary. The Law of Novem- 
ber 1, 1940, in Sweden empowered the King to grant relief by Decree upon request 
of an applicant to the Appeal Section of the Patent Office for extension of terms 
or for restoration of rights whenever inaction is due to the war, the danger of war 
or exceptional circumstances due to war. Analogous is the legislation in Hungary. 
However, in both these countries relief is granted to foreigners only on condition 
of reciprocity. As a result of this condition, while the benefits of this legislation 
have been extended to Great Britain, they are unavailable to Americans. 

In other European countries, the war emergency was met neither by a general 
rule, such as in the French law, nor by the exercise of discretionary power as in the 
British law. The law attempted to deal separately with the various matters through 
specific provisions. 

Thus, rights of priority which had not expired at the outbreak of the war were 
extended for a further period to allow late filings. 

In Germany and Austria—six months. 
In Luxembourg, Bohemia and Moravia—12 months. 
In Finland—to Nov. 1, 1940. 
In Poland to September 30, 1940. 
In Slovakia to date to be fixed by the Government by ordinance. 
In Spain to June 30, 1941. 
In Switzerland to December 1, 1941. 
In Yugoslavia to July 1, 1942. 
In Denmark—for patents—six months. 
—for trade-marks and designs—three months. 
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In Norway—for patents to January 1, 1944. 
—for trade-marks and designs to December 31, 1943. 


However, in Germany and Austria, restoration of the right of priority, even after 
the expiration of the extension indicated above, might be granted whenever a person 
has been prevented by extraordinary circumstances. A similar restoration is pro- 
vided for in Bohemia and Moravia (for two weeks after the expiration of the exten- 
sion), Poland and Switzerland (for two months after the disappearance of the 


obstacle), and in Yugoslavia (for three months after the cause of the delay disap- 
peared). 


It Italy, rights of priority provided for by the International Convention have 
been extended sine die only with respect to persons belonging to the armed forces of 
the Italian State or persons attached to such forces by reason of the war. 

Other legal terms provided for by law or regulations and which had not expired at 
the commencement of the war were extended as follows : 


In Germany and Austria—three months. Restoration is also provided when a person has 
been prevented by extraordinary circumstances from observing a term. But the term for 
applying for restoration also expired on February 19, 1940. 

In Bohemia and Moravia—one year. Restoration was provided generally when applied 
for, with proofs, within two years from disappearance of the obstacle. This applied only 
to patents, except that with respect to trade-marks the term for cancelling an infringing 
registration could be reopened if the petition for cancellation is filed within two months from 
disappearance of the obstacle. 

In Cuba, in all cases where a document has not been filed in due time, the term is 
extended by 180 days when the applicant or interested party resides in a European country. 

In Denmark—when extraordinary circumstances have prevented fulfillment of an act 
and a petition for relief is filed before expiration of the term, this may be extended. 

In Egypt—there is only a trade-mark registration act in existence. The opposition 
period against trade-mark applications and the time for reply to an opposition have been 
extended to six months. 

In Finland—All unexpired terms were extended to November 1, 1940. Later restoration 
was provided in the case of all terms which fall due between June 16 and December 30, 
1942. 

In Italy—All terms were suspended in favor of persons belonging to the armed forces of 
the Italian State or of persons attached to such forces. 

In Norway—Various terms in the procedure for patents designs and trade-marks were 
extended successively in December 31, 1943. 

In the Netherlands—A similar extension of terms in the procedure of patents was 
granted to May 10, 1941, with power to the President of the Patent Office to grant further 
extension in specifi¢ cases. 

In Poland—All terms were extended to June 30, 1940, with restoration provided in all 
cases of extraordinary circumstances provided application was filed within two months 
from disappearance of the obstacle. 

In Switzerland—All terms were extended to December 31, 1941, with provision for 
restoration also, provided application is filed within two months from the disappearance 
of the obstacle. 

In Yugoslavia—All terms extended to October 21, 1942, with a right of restoration as in 
Switzerland. 


The term for payment of annuities on patents and utility models was also extended 
variously in the same countries as follows: 
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In Germany and Austria—the term was extended in each case when the working of the 
patent or utility model was prevented or considerably reduced by reason of the war, pro- 
vided a petition was filed before the expiration of the term the annuity was due. 

In Bohemia and Moravia and Denmark—similar provisions. 


In Finland, the term for payment of annuities due at the commencement of the war was 
extended to November 1, 1940. 


In Luxembourg—to June 30, 1943. 

In Norway—to June 30, 1942. 

In the Netherlands—to May 10, 1941. 

In Poland—to June 30, 1940. 

In Switzerland—to December 31, 1941, with restoration allowed on application filed 
within two months from disappearance of the obstacle. 

In Yugoslavia—to October 21, 1942, with a right of restoration as for other terms. 


With regard to the renewal of registrations of trade-marks and industrial designs 
and models, the above countries have similarly granted various periods of extension. 


In Germany and Austria—the general extension of legal terms is applicable to the 
registration terms of trade-marks and designs but not the right of restoration. 

In Bohemia and Moravia—A right for the restoration of the trade-mark registration 
is provided on application filed within two months from the disappearance of the obstacle 
presented by war conditions. 


In Denmark—an extension of time to renew might be granted if applied for before the 
expiration of the term. 

In Finland—an extension to November 1, 1940, was granted. 

In Iceland—for the duration of the war, the protection of foreign trade-marks shall 
continue although no timely renewal is filed. If, before the end of the war, the conditions 
should change so that communications are eased up, a period may be fixed within which 
expired registrations must be renewed. 

In Norway—the term for renewal was extended to June 30, 1942. 

In Poland—to June 30, 1940. 

In Switzerland—to December 31, 1941. 

In Yugoslavia—to October 21, 1942. The general right of restoration is applicable. 


It will be noted that no emergency provisions were adopted by a number of 
countries parties to the International Convention to give relief in view of war con- 
ditions. These countries are: 


Brazil Japan Danzig 
Cuba Lithuania Portugal 
Dominican Republic Latvia Turkey 
Esthonia Mexico 


It should be further noted that the various benefits granted by emergency leg- 
islation to protect rights of industrial property affected by the war were available to 
foreigners subject, generally, to the requirement of reciprocity. Thus, in Germany, 
Austria, Bohemia and Moravia and Slovakia the extension of priority rights, of 
the term for payment of annuities and the provisions on restoration of rights do not 
apply to foreigners unless their own country grants similar rights to their nationals 
and provided this is confirmed by a Declaration published in the Official Gazette. 
In Belgium, Norway and Spain, the benefit of the extension of the right of priority 
is granted on condition of reciprocity. In Finland, Hungary, Morocco, Tunis and 
Switzerland, all benefits of the emergency legislation are available to foreigners only 
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on condition of legal reciprocity. In Denmark, the benefits relating to extension 
for annuity payments, revalidation of patents forfeited for non-payment of annuities, 
priority rights and all provisions concerning designs and trade-marks are subject to 
reciprocity. 

In view of the absence of equivalent provisions in the United States, the above 
benefits were not available to American nationals until December 7, 1941, in the 
above countries which required reciprocity. However, most of these countries (with 
the exception of Spain and Switzerland) were blocked countries even before that 
day so that the question was deprived of practical significance. 


(B) Legislative Measures Concerning Enemies or Enemy Owners of Industrial 
Property. 


These are generally of two categories: provisions concerning acts by or for 
enemies for the preservation or acquisition of industrial property rights and acts 
of nationals in enemy countries for such purposes; and provisions concerning the 
treatment of enemy-held industrial property rights. 


Acts for or by Enemies and Payments to Enemy Countries 


British countries—The Trading with the Enemy Act, 1939, prohibited trading 
with the enemy. A person is deemed to have traded with the enemy if he has any 
intercourse or dealings with or for the benefit of an enemy, and particularly paid 


or transmitted any money for the benefit of an enemy or to a place in enemy territory 
or performed any obligation to an enemy. Subsequently, the Patents, Designs, 
Copyrights and Trade-Marks, (Emergency) Act, 1939, enacted September 21, 1939, 
and deemed to have become effective on September 3, modified the terms of the 
above Act insofar as intercourse or dealings with industrial property rights of enemies 
were concerned. Specifically, Section 4 provides that it shall be lawful, subject to the 
provisions of this Act: 


(a) for a patent to be granted under the Patents and Designs Act, 1907; 
(b) for a design to be registered under that Act; or 
(c) for a trade-mark to be registered under the Trade-Marks Act, 1939; 


On the application of an enemy 


Provided that, when such a grant or registration is effected on the application of 
an enemy— 


(1) The grantee or registrant shall not be entitled to require the delivery of the patent 
or the grant or issue of the certificate of registration, as the case may be; and 

(2) the patent, or the rights conferred by registration, as the case may be, shall be subject 
to any relevant provisions of any enactment for the time being in force relating to the 
property of an enemy. 


The Comptroller® may, however, in the public interest, refuse to take or suspend 


any proceedings in relation to an application of an enemy. 


3. In relation to trade-marks “the Comptroller” means the said Comptroller-General in his 
capacity as the Registrar within the meaning of The Trade-Marks Act, 1938. 
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Convention priority available to enemies shall not cease to be effective by reason 
of the existence of war between Great Britain and the country of the applicant. 

The power of the Comptroller to extend time limits, having regard to war cir- 
cumstances (as discussed above) may be exercised under Section 6 of the same Act, 
notwithstanding that the exercise thereof benefits directly or indirectly an enemy 
or an enemy subject. 

The Board of Trade, in pursuance of powers conferred upon them by Section 1 
of the Trading with the Enemy Act, 1939, authorized by General License, dated 
February 7, 1940, such communications with enemies and such acts for and on behalf 
of enemies as may be necessary to enable the above provisions to be carried out. The 
subsequent General License, dated October 10, 1942, authorized the payment at 
the Patent Office of any fee payable on the renewal of a patent or the renewal of a 
registration of a design or trade-mark wholly or in part by an enemy, provided 
such payment is made by or on behalf of a person who is not an enemy and holds a 
license under the patent or design or is part owner or is a registered user of the 
trade-mark. It also authorized similar payments on behalf of persons, British sub- 
jects, or nationals or an allied country, who were enemies merely because they 
were residents in an enemy country. 

Measures of the same general effect were taken by Australia, Canada, New Zea- 
land, Union of South Africa and Palestine. 


In. Other Countries 


In Germany, in view of the general nature of its legislation being, in theory, 
of a retaliatory measure, it is likely that enemies were dealt with in a manner 
analogous to that in Great Britain, other British countries and the United States. 
Informaton on this point is not available. With respect specifically to payments by 
enemies for the acquisition or maintenance of industrial property rights in Germany 
and corresponding payments by Germans in enemy countries, we know only of the 
arrangement concluded with France for such payments through a Compensation 
Account as between the Reich, Austria, Danzig, the territory of Eupen and Melmedy 
and the Protectorates of Bohemia and Moravia on the one hand, and France on the 
other, including in the case of the latter until November, 1942, both occupied and 
unoccupied France and the French colonies, possessions and countries under man- 
date. 

In Italy, a general license was issued under a decree of November 16, 1940, for 
payments necessary to maintain in force, in enemy territory, industrial property 
rights. During the war, there was suspended the delivery to enemy persons of 
patents, certificates of registration of designs or models and the transfer of patents 
or trade-marks. Enemies, however, continued to maintain their legal capacity to 
act as plaintiffs or defendants. 

In France, the Law-Decree of September 1, 1939, and the Executive Decree of 
the same date prohibited all direct and indirect communication with the enemy sub- 
ject to certain exceptions. These include all acts necessary for the preservation of 
industrial property rights and payments in respect thereto subject to license—all 
through the intermediary of neutral countries. Similar provisions were made in 
Morocco. 
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Treatment of Enemy-owned Industrial Property Rights 
British Countries 


The Trading with the Enemy Act, 1939, in the United Kingdom, in Section 7 
provided that the Board of Trade may appoint custodians of enemy property with 
a view to preventing the payment of money to enemies and of preserving enemy 
property. The Board of Trade may vest such property in the custodian. Subse- 
quently, the Patents Designs, Copyrights and Trade-Marks (Emergency) Act, 
1939, contains in Sections 1, 2 and 3 provisions concerning enemy patents, design 
registrations and trade-marks. 

Under Section 1, licenses under enemy-owned patents or registered designs shall 
not be invalid by reason of the fact that the owner or any persons otherwise inter- 
ested in it is an enemy, nor shall any contract pertaining thereto be invalid. But 
the Comptroller may, on the application of the licensee or any other person inter- 
ested in the patent or registered design, by order: (a) revoke the license; (b) revoke 
or vary any conditions of the license; or (c) revoke or vary any of the provisions 
of a contract related to the license. 

Under Sections 2, when an enemy or an enemy subject is or has been since 
September 3, 1939, the proprietor of a patent or registered design or entitled to any 
other interest therein and the Comptroller is satisfied that it is in the public interest 
that the rights conferred by the patent be exercised or that the design should be 
applied, he may, on the application of any person make an order granting to him a 
license under the patent or registered design, either exclusive or non-exclusive, on 
any terms that he may think expedient. Such order may be issued even though 
any other license may exist. 

Lastly, under Section 3, the Comptroller was given power to suspend trade- 
mark rights of an enemy or enemy subject, whenever it is made to appear that it is 
difficult or impracticable to describe or refer to an article or substance without the 
use of such trade-mark, or when a person who proposes to deal with an article or 
substance which is or is intended to be the same as, or equivalent to or a substitute 
for the article or substance in respect of which the trade-mark is registered. The 
Order in Council of July 24, 1940 (Emergency Powers (Defense) Regulations) 
has extended these provisions on enemy registered trade-marks to unregistered trade- 
marks (Sec. 10). 

Similar measures were taken in Australia, Canada, New Zealand, Palestine, 
and the Union of South Africa. 

It should be recalled that the International Convention for the Protection of 
Industrial Property is not immediately applicable in Great Britain. Section 91 (A) 
of the Patents and Designs Act provides for a declaration made by His Majesty 
declaring a country to be a Convention country and therefore entitled to the benefits 
of such Convention under the British Act. In this connection, Section 4 (2) of the 
Patents, Designs, Copyright and Trade-Marks (Emergency Act, 1939, provides 
that a declaration made as above with regard to a certain country shall not cease 
to have effect by reason of the fact that His Majesty is at war with such country. In 
other words, Great Britain in effect considers the International Convention as re- 
maining in force and continues to extend to enemy countries, party to such Coven- 
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tion, the benefits of the Convention as incorporated in the British Patents and 
Designs Act. 





Other Countries 


In Germany and Austria while enemy property generally was subjected to 
curatorship and administratorship, an Ordinance of January 15, 1940, provided that 
in case any measures are taken in any enemy country against rights of industrial 
property of German citizens or business establishments located in Germany, the 
Reich would take similar measures in retaliation. Similar retaliatory measures would 
be taken concerning any limitations imposed by the enemy to the acquisition of rights 
of industrial property on the part of German nationals or business establishments. 

On the basis of these principles and in view of the British Act of September 21, 
1939, the Government of the Reich issued the Ordinance of February 26, 1940, as a 
retaliation measure and this was extended by subsequent ordinances to Canada, Union 
of South Africa, Australia and New Zealand. 

By-products of the German occupation of various European countries were laws 


dealing with enemy property issued in such countries which generally follow the 
German legislative measures. 


In Italy, the general regime applicable to enemy property is that of the law of June 28, 
1940, subjecting such property successively to control, sequestration and liquidation. 
It is not known how this law was applied to industrial property rights. 

In France, the decree of September 1, 1939, relating to the declaration and sequestration 
of enemy property was supplemented by the decree dated November 23, 1940, and the Vichy 
law of January 19, 1942, concerning sequestration as a “measure of general safety.” This 
law avoids mention of enemies or even aliens. There is no information available as to 
whether and how far this legislation was applied to industrial property rights. 

In Belgium, no trading with the enemy legislation appears to have been passed 
before invasion by the Axis. However, a Decree of May 2, 1943, of the Government in exile 
provided that for the protection of the public interest licenses may be granted for patents, 
trade-marks and designs registered in occupied Belgium on behalf of citizens of Great 
Britain, the British Dominions and the United States. Licenses are granted by the Chief 
of the Military Administration who determines the conditions thereof. 

The government of the Netherlands by Decree of June 7, 1940, amended March 4, 1942, 
and that of Poland by Decree of November 30, 1939, have taken similar measures. 

















Attention should also be called here to the Declaration issued on January 4, 1942, 
on forced transfers of property in enemy-controlled territories. The Declaration 
was made by the following countries : 

















Australia Northern Ireland New Zealand 


Belgium Greece Norway 

Canada French National Committee Poland 

China India Soviet Russia 
Czecho-Slovakia Luxembourg Union of South Africa 







Great Britain The Netherlands 


United States of America 





The Governments of these countries declared that they reserve all their rights to 
declare invalid any transfer of, or dealings with, property rights and interests of any 
description whatever which are or have been situated in occupied territory and 
which belong or have belonged to persons, including juristic persons, resident therein. 
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This declaration applies, of course, to industrial property rights that may have been 
transferred or dealt with by the Axis authorities. 


Foreign Industrial Property Rights in the United States 


In the United States, the industrial property rights of foreigners have been 
affected by the general system of control which was at first embodied in the “freezing” 
orders of the Treasury Department, later in certain legislation affecting the Patent 
Office, and lastly in the powers granted to the Alien Property Custodian under 
the Trading with the Enemy Act of 1917 as amended by the First War Powers 
Act approved December 18, 1941. 

The system as worked out is a fully developed regulatory regime proceeding 
on the basic consideration that a person’s status cannot be permitted to stand in 
the way of measures directed at the destruction of all economic relations over which 
our Government is able to exercise control, and which if not interfered with might 
inure to the enemy’s benefit. 

The property of all foreign nationals is made subject to restrictions of one kind 
or another ; residence in the United States is not a complete defense; the pattern of 
control applicable to our allies follows that relating to our own citizens, while non- 
residents follow generally the status of the territory in which they reside. 

A dual system of control exists: “freezing” by the Treasury Department, and 
vesting by the Alien Property Custodian. 

“Freezing” prohibitions apply to transactions involving property interests of 
designated persons. At the present time the world is divided into several areas with 
distinct features as to permissibility of intercourse. Countries other than those listed 
in Executive Order No. 8389, as amended, are not subject to freezing control; 
which means that transactions and communications with residents of such countries 
require no licenses, unless blocked nationals or their interests are involved. The 
generally licensed area includes American Republics and the territories of the Allied 
Nations not under enemy control. In the case of blocked nationals residing in the 
generally licensed area, certain limited transactions are authorized by General License 
No. 53, whereas other transactions require special licenses. Special regulations exist 
for Sweden, Switzerland, Spain, Portugal and China. 

The First War Powers Act of 1941 in Title III deals with the Trading with 
the Enemy Act which originally became a law on December 16, 1917, during the last 
war. The Act of 1941 amended the Act of 1917 with regard to some sections, in 
such a manner as ot make its provisions a logical extension of the pattern of foreign 
property control embodied in the aforesaid Treasury regulations. The Alien Prop- 
erty Custodian was appointed in 1942, the Office having been re-established by Execu- 
tive Order No. 9095. By this Order, as amended, power to vest is conferred upon the 
Alien Property Custodian with respect to specific categories of property of enemy 
and foreign nationals. This vesting power corresponds to the broader scope of the 
Treasury’s prohibitions. The Custodian is authorized to vest not only property of 
enemies, but also that of any other person as well, when he determines that such 
person is controlled by or acting on behalf of a designated enemy country or person 
within such country; or that the national interest of the United States requires 
that such person be treated as a national of a designated enemy country. 
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tion, the benefits of the Convention as incorporated in the British Patents and 
Designs Act. 


Other Countries 


In Germany and Austria while enemy property generally was subjected to 
curatorship and administratorship, an Ordinance of January 15, 1940, provided that 
in case any measures are taken in any enemy country against rights of industrial 
property of German citizens or business establishments located in Germany, the 
Reich would take similar measures in retaliation. Similar retaliatory measures would 
be taken concerning any limitations imposed by the enemy to the acquisition of rights 
of industrial property on the part of German nationals or business establishments. 

On the basis of these principles and in view of the British Act of September 21, 
1939, the Government of the Reich issued the Ordinance of February 26, 1940, as a 
retaliation measure and this was extended by subsequent ordinances to Canada, Union 
of South Africa, Australia and New Zealand. 

By-products of the German occupation of various European countries were laws 
dealing with enemy property issued in such countries which generally follow the 
German legislative measures. 


In Italy, the general regime applicable to enemy property is that of the law of June 28, 
1940, subjecting such property successively to control, sequestration and _ liquidation. 
It is not known how this law was applied to industrial property rights. 

In France, the decree of September 1, 1939, relating to the declaration and sequestration 
of enemy property was supplemented by the decree dated November 23, 1940, and the Vichy 
law of January 19, 1942, concerning sequestration as a “measure of general safety.” This 
law avoids mention of enemies or even aliens. There is no information available as to 
whether and how far this legislation was applied to industrial property rights. 

In Belgium, no trading with the enemy legislation appears to have been passed 
before invasion by the Axis. However, a Decree of May 2, 1943, of the Government in exile 
provided that for the protection of the public interest licenses may be granted for patents, 
trade-marks and designs registered in occupied Belgium on behalf of citizens of Great 
Britain, the British Dominions and the United States. Licenses are granted by the Chief 
of the Military Administration who determines the conditions thereof. 

The government of the Netherlands by Decree of June 7, 1940, amended March 4, 1942, 
and that of Poland by Decree of November 30, 1939, have taken similar measures. 


Attention should also be called here to the Declaration issued on January 4, 1942, 
on forced transfers of property in enemy-controlled territories. The Declaration 
was made by the following countries: 


Australia Northern Ireland New Zealand 

Belgium Greece Norway 

Canada French National Committee Poland 

China India Soviet Russia 
Czecho-Slovakia Luxembourg Union of South Africa 
Great Britain The Netherlands United States of America 


The Governments of these countries declared that they reserve all their rights to 
declare invalid any transfer of, or dealings with, property rights and interests of any 
description whatever which are or have been situated in occupied territory and 
which belong or have belonged to persons, including juristic persons, resident therein. 
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This declaration applies, of course, to industrial property rights that may have been 
transferred or dealt with by the Axis authorities. 


Foreign Industrial Property Rights in the United States 


In the United States, the industrial property rights of foreigners have been 
affected by the general system of control which was at first embodied in the “freezing” 
orders of the Treasury Department, later in certain legislation affecting the Patent 
Office, and lastly in the powers granted to the Alien Property Custodian under 
the Trading with the Enemy Act of 1917 as amended by the First War Powers 
Act approved December 18, 1941. 

The system as worked out is a fully developed regulatory regime proceeding 
on the basic consideration that a person’s status cannot be permitted to stand in 
the way of measures directed at the destruction of all economic relations over which 
our Government is able to exercise control, and which if not interfered with might 
inure to the enemy’s benefit. 

The property of all foreign nationals is made subject to restrictions of one kind 
or another ; residence in the United States is not a complete defense ; the pattern of 
control applicable to our allies follows that relating to our own citizens, while non- 
residents follow generally the status of the territory in which they reside. 

A dual system of control exists: “freezing” by the Treasury Department, and 
vesting by the Alien Property Custodian. 

“Freezing” prohibitions apply to transactions involving property interests of 
designated persons. At the present time the world is divided into several areas with 
distinct features as to permissibility of intercourse. Countries other than those listed 
in Executive Order No. 8389, as amended, are not subject to freezing control; 
which means that transactions and communications with residents of such countries 
require no licenses, unless blocked nationals or their interests are involved. The 
generally licensed area includes American Republics and the territories of the Allied 
Nations not under enemy control. In the case of blocked nationals residing in the 
generally licensed area, certain limited transactions are authorized by General License 
No. 53, whereas other transactions require special licenses. Special regulations exist 
for Sweden, Switzerland, Spain, Portugal and China. 

The First War Powers Act of 1941 in Title III deals with the Trading with 
the Enemy Act which originally became a law on December 16, 1917, during the last 
war. The Act of 1941 amended the Act of 1917 with regard to some sections, in 
such a manner as ot make its provisions a logical extension of the pattern of foreign 
property control embodied in the aforesaid Treasury regulations. The Alien Prop- 
erty Custodian was appointed in 1942, the Office having been re-established by Execu- 
tive Order No. 9095. By this Order, as amended, power to vest is conferred upon the 
Alien Property Custodian with respect to specific categories of property of enemy 
and foreign nationals. This vesting power corresponds to the broader scope of the 
Treasury’s prohibitions. The Custodian is authorized to vest not only property of 
enemies, but also that of any other person as well, when he determines that such 
person is controlled by or acting on behalf of a designated enemy country or person 
within such country; or that the national interest of the United States requires 
that such person be treated as a national of a designated enemy country. 
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The Custodian’s vesting power is similar to his seizing power under the Act of 
1917, except that the vesting order now replaces the demand which the Custodian 
had to make before a seizure became effective under the old Act. As seizure was held 
to constitute confiscation, there is no doubt that vesting will also be so deemed. It 
follows that the Custodian is enabled to dispose of the property as he deems in the 
best national interest—whatever Congress may later decide as to return or compen- 
sation. 

In the light of this general system, the situation with regard to industrial 
property rights of foreigners and industrial property rights of American citizens in 
foreign countries, shapes itself as follows: General licenses issued by the Treasury 
under the freezing Orders permit specific transactions involving payment of license 
fees, registration fees, etc., in connection with industrial property rights. 

The Act of July 1, 1940, empowered the Commissioner of Patents to order that 
an invention be kept secret and the granting of a patent withheld for such time as he 
may determine, whenever the publication or disclosure of the invention might be 
detrimental to the public safety or defense. On the other hand, the Act of August 
21, 1941, provided that no person shall file or cause to be filed in any foreign country 
an application for a patent or for the registration of a utility model or industrial 
design in respect of an invention made in the United States, except under a license 
from the Commissioner of Patents. Order No. 151 of September 24, 1941, contains 
regulations relating to filing patent applications abroad under license. 

General License No. 72, under Executive Order No. 8339 of April 10, 1940, 
as amended, granted a general license authorizing the filing in the United States 
Patent Office, of applications for letters patent for inventions or designs, and the 
prosecution of such applications in which any national of any blocked country has 
at any time any interest; also, the receipt of letters patent issued pursuant to any 
such application and the payment of required fees. This is subject to the condition 
that the persons acting for such nationals shall file certain forms with the Commis- 
sioner. 

The filing of trade-mark applications by United States nationals in foreign 
countries is governed by the general regime of permissibility of intercourse and of 
financial transactions under the Treasury regulations referred to above. Censorship 
regulations and the regulations of the Office of Economic Warfare concerning the 
export of technical data are also material in this respect. 

With regard to treatment of foreign industrial property rights by the Alien Prop- 
erty Custodian, the following should be noted. Under the original Act of 1917, 
enemy owned patents were licensed to domestic concerns without previous seizure 
of the right and the former owners retained the title as well as the authority to col- 
lect reasonable royalties at the end of the war. Subsequently, before the end of the 
last war, the Custodian seized practically all enemy owned patents and disposed of 
them by way of sale to domestic concerns. The Courts held that the Custodian’s 
action operated as a complete divestment of the former owner’s rights and interests, 
and that the latter could neither collect pre-seizure royalties, nor prosecute infringe- 
ment suits. On the other hand, trade-marks of enemy nationals under the old 
Act, if seized, passed with the business to which they belonged, upon the Custodian’s 
disposition of the latter. 
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Under the present law, the Custodian is permitted to vest not only enemy owned, 
but foreign patents and trade-marks generally, provided certain conditions are met. 
However, the sale of such rights is not contemplated, although they are made avail- 
able by non-exclusive licenses to American businesses. The rights of American 
licensees under vested patents are not affected by the Custodian’s action. 

The Custodian has issued a series of General Orders relating to patents, trade- 
marks, copyrights, etc., and has stated the procedure to be followed in securing 
licenses to use vested patents ; he has called for report by foreign traders, or others, 
with any interest or claim in a trade-mark, commercial print, or label. The require- 
ment extends to any such interest whether or not it is reported in the U. S. Patent 
Office or the U. S. Copyright Office, if acquired by any foreign national subsequent 
to January 1, 1939. 

There are many interesting questions arising as to these extended vesting powers 
of the Custodian. The Courts will probably not countenance an attempt to prevent 
the exercise of such powers, and the Custodian may retain the property of a citizen 
or an alien other than an enemy citizen; but he might be directed not to liquidate 
such property in view of the constitutional issue involved. 

There is doubt as to whether the Custodian will retain after the war any of 
the industrial property rights belonging to non-enemy foreign nationals. The ques- 
tion of compensation to such persons may also arise. Indeed, it is not to be for- 
gotten that the International Convention for the Protection of Industrial Property 
has remained in effect during the present war, and under such Convention the United 
States is bound to protect industrial property rights of nationals of countries party 
to the Convention. It may be that the treaty of peace, or another treaty, will have to 
provide for this matter. 

There have been no provisions issued in the United States concerning the main- 
tenance of foreign industrial property rights whenever the owners thereof have 
been unable, due to war circumstances, to take action required by law to maintain 
such rights; for instance, the extension of priority rights, extension of legal terms, 
etc. The only exception is Order No. 3662 of October 13, 1942, of the Commis- 
sioner of Patents (published in the Patent Office Official Gazette of November 10, 
1942). When an inventor is unable, because of conditions arising from the existing 
state of war, to execute and file an application for patent, an application executed on 
his behalf by an agent and accompanied by the statutory fee will be accepted for 
examination. When the application is found to be otherwise in condition for allow- 
ance, the Examiner will so notify the agent or attorney and suspend further action 
pending the enactment of legislation validating such applications and the receipt of 
the duly executed papers by the inventor or his executor or administrator. 

It will be recalled that Section 10 of the Trading with the Enemy Act, and the 
Nolan Act at the end of the last war, contained provisions of this kind, but neither 
of these may be deemed to be in effect at the present time. However, on February 
29, 1944, there was introduced by Representative Boykin into the House of Repre- 
sentatives what may be called a new Nolan Act, H. R. 4289 entitled “Patent Priorities 
Extension Act of 1944.” We understand that this bill has the approval of all of the 
interested Government departments—State Department, Justice, War, Navy and 
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Commerce and the Patent Office. It will probably be passed at an early time without 
any important amendment. 

The Bill, in particular, extends rights of priority under Section 4887 of the 
Revised Statutes which had not expired on September 8, 1939, or arose after that 
date by a period ending not later than six months after the ceasing of the condition 
growing out of the war and in any case not beyond 12 months after the termination 
of the present war provided that such extension shall not affect third party rights. 
It also extends the time for payment of fees. While no establishment of a date of 
invention in a foreign country other than the filing date in the foreign country may 
be alleged, when the invention was made by a citizen while serving abroad, an 
exception is made. Also, when an invention has been communicated or supplied to 
the U. S. Government pursuant to an agreement between this government and a 
foreign government for the mutual exchange of information or articles, a patent shall 
not be refused by reason only of the fact that the invention has been in public use 
or sale in the United States or printed more than one year prior to the filing of an 
application in the foreign country. Reciprocity is required for the extension of these 
advantages to foreigners. | 


Industrial Property Rights in Latin America 


A number of Latin American Republics declared war on the Axis. These are 
the Central American Republics: Costa Rica, Guatemala, Honduras, Salvador and 
Panama, Mexico, Cuba, Dominican Republic and Haiti; and the South American 
Republics: Bolivia, Brazil, and Colombia. 

The remaining Republics: Argentina, Chile, Ecuador, Paraguay, Peru, Uruguay 
and Venezuela only severed relations with the Axis Powers. 

None of these countries appears to have taken any measures for the preserva- 
tion of foreign industrial property rights affected by the war, such as extension of 
time, moratoria for payment of annuities, and the like. We are informed, however, 
that with regard to European applicants and owners, the Patent Offices of several 
Latin American Republics have allowed proceedings to remain in abeyance in order 
to safeguard the rights of such persons. 

With regard to the treatment of enemy property rights, the measures taken are 
as follows: 

Brazil—Decree-Law No. 4807 of October 7, 1942, created the Economic Defense 
Committee, one of the duties of which is: (Art. 4 (e)) “to order the confiscation 
or temporary utilization of patents and trade-marks owned by natural or juristic 
persons, whose activities are against national security.” Decree-Law No. 5661 of 
July 12, 1943, dissolved the Economic Defense Committee and its duties were 
taken over by the Bank of Brazil. Lastly, Decree-Law No. 5777 of August 26, 
1943, specified the persons included in the confiscation and liquidation measures and 
provided further that “the confiscation of patents and trade-marks considered neces- 
sary in the interests of the economic defense of the country will be carried out by 
the Bank of Brazil, the indemnity to be deposited with the same.” 

Later, the President of Brazil issued Decree No. 6214 on January 20, 1944. 
Under this: 
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(1) There are placed under secrecy all inventions which may be of interest to the security 
of the American continent. 

(2) The Government may ex-officio cancel the registration of international marks be- 
longing to enemy nationals when abandonment for three years is proven. Appeals 
against cancellation may be filed. Within two years from cancellation such marks may 
not be registered by a third party. 

Applicants for trade-marks which have lapsed through non-payment of the tax for 
the issue of the certificate are allowed a term of six months from the date of decree 
within which they may obtain restoration of the application, upon payment of a special 
tax and provided no intervening rights are affected. 

The Government may confiscate patents owned by enemy nationals or grant licenses 
thereunder to interested parties. The confiscation will be effected ex-officio at the 
request of any Ministry interested in the use of the invention and shall be declared 
by an act of the Minister of Labor, Industry and Commerce. Licenses shall be granted 
by the Director of the Patent Office. 


Colombia—All enemy property and property of nationals of enemy-occupied 
countries was placed under trust control of the Bank of the Republic. Upon the 
declaration of war, the Government announced that new measures will be taken 
for the confiscation of some properties of Axis nationals as a guarantee for damages 
suffered by the sinking of Colombian merchant ships. Decree No. 2644 of 1943 
published in the Diario of January 3, 1944, suspends the term of expiration of 
trade-marks whose owners are domiciled in countries outside the American con- 
tinent, but who are not natives of the Axis countries or countries collaborating with 
the Axis. The suspension will continue as long as the present conflict lasts. 

Trade-marks belonging to national or naturalized Germans or Germany’s allies 
which expire through failure to apply for renewal cannot be registered and are 
reserved by the government to be exploited or ceded by means of special agreements. 
Trade-marks, patents and designs belonging to the same or to companies domiciled 
in Colombia but under fiduciary administration may not be exploited directly or 
indirectly in Colombia except with the authorization and on the conditions fixed 
by the government. 

Cuba—Under Decree No. 3343 of December 12, 1941 (Art. 111) the Depart- 
ment of “Intervention de la Propriedad Enemiga” seized Cuban trade-marks owned 
by enemy nationals and also marks of nationals of enemy occupied countries. The 
Official Gazette published lists of marks seized. The list of countries involved was 
published by Decree No. 1183 of April 1, 1943. Decision No. 91 of the “Inter- 
vencion de la Propriedad Enemiga” required all licenses under patents and trade- 
marks of such nationals to pay license fees to the Interventor. 

Dominican Republic—Law No. 336 of July 23, 1943, provided that for the dura- 
tion of the war all registrations of trade-marks and patents belonging to enemy 
nationals were suspended. 

Salvador—No special legislation. The Patent Office refuses to accept payment 
of annuities for patents or trade-marks of enemies as a result of which these are 
subject to forfeiture. Also, no patent or trade-mark applications by blacklisted 
persons are accepted. 

Guatemala—No action taken so far. 

Haiti—The Executive has given informal instructions to the Haitian Patent 
Office not to register or renew any patent or trade-mark to enemy nationals or their 
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allies. The National Bank of Haiti was named Sequestrator of enemy property 
and given power to administer or liquidate such property. But no action against 
existing patents or trade-marks was taken. 

Honduras—The Government by decrees annulled trade-marks belonging to 
enemy nationals. These decrees were published in the Official Gazette. 

Mexico—An Alien Property Custodian was appointed to assume the manage- 
ment of real estate and mercantile property of enemy nationals. Patents and trade- 
marks were not affected. 

Panama—Alien Property Custodian regime prevails. Lists of enemy owned 
patents and trade-marks were prepared for possible action by the government but 
no such action has been taken until this time. 

Nicaragua—Decree-Law No. 276 on Enemy Property and its custody, in Article 
63, provides that registrations of trade-marks and patents effected by enemy 
nationals will be annulled and cancelled. Non-registered patents or trade-marks of 
such nationals relating to agriculture or industrial machinery and implements shall 
be freely used in Nicaragua until the end of the war, and may be so used after 
the war if the products concerned contribute in a decisive form to the agricultural or 
industrial development of Nicaragua. With the approval of the competent au- 
thorities, the registration of such patents and trade-marks may be authorized to 
persons who collaborate in a direct way for the industrial or agricultural develop- 
ment of the country. 

Costa Rica—Executive Decree No. 21 of July 2, 1942, in Art. 23 provides that 
the registrations of German, Italian and Japanese trade-marks and patents will be 
cancelled in the respective Register and the articles covered by same will be open 
to free exploitation until the end of the war. This Decree was repealed by Law No. 
26 of December 12, 1942, which in Art. 23 repeats the provision for cancellation of 
registration of trade-marks and patents and permits re-registration of such marks 
or patents subject to regulations to be established by the Executive Power. It 
further provides that trade-marks and patents of enemy nationals which contribute 
in a decisive form to the agricultural or industrial development of the country shall 
be maintained in free exploitation (except insofar as the peace treaties may provide 
to the contrary) even after the war. The Executive Power by Decree of January 27, 
1943, in Art. 31 provides that applications for re-registration of trade-marks and 
patents which have been annulled as being owned by Germans, Italians or Japanese, 
will be subject to permit from the Secretariat of Agriculture and Commerce. This 
permit will be given only in cases where registration is deemed necessary and shall 
not vitiate the purposes of the law. Such registration will not be allowed on behalf 
of blocked persons. 


II. Conditions Created for Industrial Property During the War 


The above exposition on war legislation during the war calls for the following 
remarks : 


1. It will be noted that the legislation in most countries assumes the continuing 
effectiveness of the International Convention for the protection of Industrial Prop- 
erty. No country assumed or made any declaration or took any action for the 
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abrogation of this Convention. On the contrary, there have been accessions during 
the present war to the International Convention or to the Supplementary Arrange- 
ments of the Union. This is as it should be, for the Convention and Arrangements 
are, as other multipartite conventions of non-political nature, tend to establish per- 
manent relations between the countries party thereto and concern the interests of 
private persons. However, while the Convention and Arrangements retained their 
validity during the war in the relations among the belligerents as well as in the 
relations between such countries and neutrals, from the necessity of things the execu- 
tion of their stipulations was suspended to the extent ‘and for the time commanded 
by the necessities of the war. 

This was also the prevailing conception during the first world war and was 
confirmed by the Treaties of Peace which assumed that the stipulations of the Con- 
vention were suspended during the war and which provided that the Convention 
was to resume its full effectiveness upon the reestablishment of peace. 

2. The emergency legislation discussed above did not attempt to cover all of the 
situations created by the existence of the war. Even the excellent war measure taken 
by France, Belgium, Tunis, Morocco and Syria and Lebanon which in effect erases 
the period of war in the matter of industrial property rights could not restore the 
position completely at the end of the war. From the necessity of things, acts will 
have taken place during the war for which provisions must be made. User must 
have been made during the war of industrial property rights of foreigners, inter- 
vening rights must have arisen, and an adjustment of relations and interests will be 
necessary. The wide discretionary powers granted by legislation and regulations 
in British countries to competent officials will have met adequately situations arising 
in those countries during the war, but a large field of regulation of conflicting inter- 
ests will require additional provisions at the end of the war. Thus, the fate of enemy- 
owned patents, the conditions of their resuscitation and the appropriate procedure, 
the position of applications in respect of which orders of secrecy have been made, 
definition of third-party rights, commercial use by British manufacturers of patents 
for war purposes or under lease-lend provisions and many other matters will require 
legislation. In the United States, the recent Bill H. R. 4289 attempts to settle the 
most important problems arising by reason of the war. In other countries, emer- 
gency legislation has been fragmentary and a much wider scope of legislation for 
the reestablishment of industrial property rights will be involved. 

3. In many cases it will be found that even in Allied countries situations have 
arisen during the war, when beyond the control of the owner of industrial property 
rights, which may have affected these rights and the effect of such situations will 
continue long after the termination of war. Thus, the armed forces may have trans- 
ferred articles bearing a foreign trade-mark into a country where the same or a 
similar trade-mark is owned by another person. Such articles, especially if of a 
durable or semi-durable nature, may remain in the territory in question long 
after the end of the war side by side with the articles bearing the trade-mark of the 
local person. Sometimes unauthorized importations have also taken place by mer- 
chants or manufacturers, sometimes for war purposes or under lease-lend provisions. 
Analogous situations have arisen with respect to patents and designs. 

4. The requirement of reciprocity imposed by emergency relation in the great ma- 
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jority of countries will complicate the situation immensely, unless a general agree- 
ment is entered into to provide for reciprocal treatment so that the nationals of all 
countries may be placed on an equal footing. 

This indicates that measures for the reestablishment of industrial property rights 
after the war would have to look to the future as well as to the past. 


Provisions of Treaties at the End of World War I 


At the end of the last war, the reestablishment of industrial property rights was 
sought by two sets of stipulations: 


(A) Stipulations of the Treaties of Peace. 
(B) The Berne Arrangement of 1920. 


(A) Typical of the stipulation of the Treaties of Peace are the provisions of the 
Treaty of Versailles which form Section VII of Part X and include Articles 306- 


311. The general principle stipulated was that, as from the time of the coming into 
effect of the treaty: 


(a) all rights of industrial property affected by the war or during the war were reestab- 
lished or restored ; 

(b) all rights which, except for the war, would have been acquired during the war in 
consequence of an application made for the protection of industrial property, were to 
be recognized and established. 


However, this general principle was limited by important restrictions and excep- 
tions concerning rights of industrial property or enemy persons. Thus: 


(1) User of rights of industrial property during the war, belonging to German nationals, 
if made by the government of any Allied or Associated Power or by persons acting 
on behalf or with the assent of such government were made legitimate so that no claim 
could be made in respect thereto by Germany or her nationals. 

All acts done by authority of any Allied or Associated Power in regard to German 
industrial property rights during the war remained in force and maintained their full 
effect. 

All transfers defeating the above objects of the provisions could be treated as void 
and of no effect. 

No restoration or reestablishment of industrial property rights dealt with in the 
liquidation of business or companies under war legislation by the Allied or Associated 
Powers was provided. 

Rights used in common with a German company by a company incorporated by an 
Allied or Associated Power must be enjoyed thereafter only by the latter. 

Complete amnesty was granted for all acts of infringement which took place during 
the war. This was extended to the sale or offering for sale or to the acquisition 
and continued use of products manufactured during the war for one year after the 
signing of the treaty. The exception again is made against Germans who infringed 
in countries occupied by Germany during the war. 

(7) Contracts of licenses on industrial property rights entered into before the war between 
German nationals and previous residents in the territory of the Allied or Associated 
Powers are deemed cancelled as from the date of the declaration of the war. 


The general provision of recognition of rights and reestablishment of rights 
affected by the war is carried out by extension of legal terms, working periods and 
rights of priority, subject in the last case to the reservation of third party rights. 
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(B) The Berne Arrangement of 1920 was concluded between the countries party 
to the International Convention for the protection of industrial property. It trans- 
ferred to the relations between the belligerents and neutrals and between the neutral 
countries themselves the provisions of the treaties of peace or reestablishment of 
industrial property rights. It contains the general principle of the treaties of peace 
and the provisions on extension of terms and rights of priority. Naturally, it does 
not contain the limitations of the principles found in the Treaties of Peace. 

ep 





RECENT DECISIONS IN THE ARGENTINE 


The Argentine Federal Court has recently handed down two decisions of con- 
siderable interest to American trade-mark owners, one involving the name “Sen- 
Sen,” well-known trade-mark of the American Chicle Company, the other adjudicat- 
ing the right of the American Tobacco Company to the exclusive use of its name in 
the Argentine. 

In the first case, the American Chicle Company brought suit to cancel the reg- 
istration of the mark ‘“‘Zan-Zan,” registered for goods in Class 22, “Pastry, con- 
fectionery, chocolate, cocoa, sugar, flour, etc.,” for which its own mark “Sen-Sen’”’ 
was registered. In decreeing the cancellation of the infringing mark the Court held 
the two marks to be confusable, stating that the public had no special knowledge 
enabling them otherwise to distinguish between the respective products. The fact that 
the two chewing gums had been sold in the same market for almost ten years without 
any evidence that customers were being misled was due, the Court declared, to the 
small sales of the infringing goods as compared with the American product. More- 
over, it was fundamental to the Argentine trade-mark law that one manufacturer 
should not benefit from the advertising of a competitor as this would be but a form 
of unfair competition.” 

Under Argentine law, the right of a concern, whether national or foreign, to be 
protected in the use of its firm or corporate name is guaranteed both by the Civil 
Code and by the trade-mark law (Law No. 3975) and supported by decisions of the 
Supreme Court. 

Basing its action on these precedents, the American Tobacco Company brought 
suit against the Argentine firm, Tabacalera Americana, for the unlawful use of the 
former’s business name. The plaintiff, having used its name for many years in 
Argentina, was entitled, the Court held, to be protected in such use, regardless of 
whether it was domiciled in the Argentine or in a foreign country ; nor was it barred 
from bringing suit by the co-existence of other concerns bearing a similar name. 
Moreover, even though marks and business name were used in the original language, 
this did not preclude the possibility of confusion between a foreign mark and one 
expressed in the national idiom Law 3975, the Court remarked, provides that he 
who desires to engage in any line of business or agriculture already carried on by 


1. American Chicle Company v. Stanislaksky Bros. & Co., Patentes y Marcas, June, 1944, 
p. 126. 
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another bearing the same name or business style shall adopt a designation visibly 
distinct from that used by the first party (Citing the case of Union Assurance So- 
ciety, Limited v. Compania Union Association National de Seguros y Créditos, May 
15, 1940). 

Applying these principles to the instant case, the Court said that, while several 
Spanish translations of plaintiff’s business name were possible, still each had as its 
salient feature the word “American” (“Americina’). These words were liable to 
cause confusion among purchasers, both by reason of similar spelling and of pro- 
nounciation. 

The defendant was accordingly required to use its name in a form that would 
not be confused with that of plaintiff.’ 


FEDERAL TRADE COMMISSION ISSUES STUDY ON 
ADVERTISING 


On October 30 last the Federal Trade Commission released a summary of its 
eagerly-awaited study of advertising as a factor in distribution. It is understood 
that the complete text of the study in printed form will be ready for distribution 
towards the end of November, and may be obtained at a nominal charge by address- 
ing the superintendent of Documents, Government Printing Office, Washington, 
D. ©. 

Included in the study the following recommendation of the Commission will be 
of particular interest to trade-mark owners : 


To make the consumer more receptive to advertising, the Commission holds that 
advertised brands should never be sold as leaders at prices that do not cover laid down 
costs and selling expense. When they are thus sold, the summary suggests, the con- 
sumer cannot accurately determine the real value of advertised brands as opposed to the 
unadvertised kind. It is held that the loss leader, in effect, builds up false values and thus 
detracts from the ability of advertising to fulfill its purpose. 


REGISTRATION PROCEDURE UNDER THE INDIAN TRADE- 
MARK LAW 


The difficulties encountered in registering trade-marks, and particularly textile 
marks, under the Indian Trade-Mark Law of 1940 are discussed as follows by the 
Indian Textile Journal for April, 1944: 


It is now four years since the first certificates of registration of trade-marks under 
the Trade-Mark Act, 1940, were issued. Thousands of trade-marks have since been 
examined and advertised in the official Trade-Marks Journal whose growing size reflects 
the rate of progress so far made. The number of trade-marks tendered for registration 
has been so large that the problem now is not one of dearth of trade-mark applications 
but of how they could be disposed of by the Trade-Marks Registry; it is feared that it 
will be some years before the present applications are examined and suitable action taken 
on them. In these circumstances provision was made in the Trade-Marks (Amendment) 


2. American Tobacco Company v. Tabacalera Americana, Soc. de Resp. Ltda., Patentes y 
Marcas, June, 1944, p. 127. 
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Act of 1943 for the appointment of a Deputy Registrar, stationed in Calcutta on the 
representation of commercial interests in Bengal, who has been working under the super- 
intendence and control of the Registrar, although he has power to exercise the same judicial 
functions as the Registrar and can adjudicate in all proceedings arising from an application 
for registration. . . . One problem which the Trade-Marks Officer has had to face is to 
scrutinze whether the specification of goods falls within the class in which registration 
is applied for. All goods have been divided into 34 classes and any application for registra- 
tion should be in respect of goods included in any one class only. The problem becomes 
formidable when, as it so often happens, goods fall on the border line of two or more 
classes and the Registrar is called upon to exercise his judgment. Indian trade-marks, 
specially in the textile trade which uses a multitude of slogans, are in various languages, 
and their translation and transliteration present another distinct problem. The possi- 
bilities of confusion or deception under section 8 are numerous and the utmost care 
has had to be taken in enforcing it. The crux of the matter lies, however, in the equi- 
table enforcement of section 10 in regard to textile applications. Under this section no 
trade-mark shall be registered “which is identical with a trade-mark belonging to a differ- 
ent proprietor and already on the register .. . . or which so nearly resembles such trade- 
mark as to be likely to deceive or cause confusion.” It is reported that the search for 
conflicting marks among marks already registered has been a stiff task. The Registrar 
is empowered, however, to register more or less identical marks until their rights have 
been determined by a competent court. In recent experience this has proved to be the 
major problem regarding textile marks.” 





CORRECTION 


The title of the case reported at page 264 of our September issue should read 
Adam Hat Stores, Inc. v. Monroe Shirt Co., and the word “Adams” in the digest 
of this case should read “Adam.” 
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